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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Section 
IV.C, reads as follows: 

While abstract ideas, natural phenomena, and laws of nature are not eligible for patenting, methods 
and products employing abstract ideas, natural phenomena, and laws of nature to perform a real-world 
function may well be. In evaluating whether a claim meets the requirements of section 101, the claim 
must be considered as a whole to determine whether it is for a particular application of an abstract 
idea, natural phenomenon, or law of nature, rather than for the abstract idea, natural phenomenon, or 
law of nature itself. 

For claims including such excluded subject matter to be eligible, the claim must be for a practical 
application of the abstract idea, law of nature, or natural phenomenon. Diehr, 450 U.S. at 187, 209 
USPQ at 8 ("application of a law of nature or mathematical formula to a known structure or process 
may well be deserving of patent protection."); Benson, 409 U.S. at 71 , 175 USPQ at 676 (rejecting 
formula claim because it "has no substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application of the Sec. 101 
judicial exception, which can be identified in various ways: 

The claimed invention "transforms" an article or physical object to a different state or thing. 

The claimed invention otherwise produces a useful, concrete and tangible result, based on the 
factors discussed below. 



Claim(s) 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claim 1,10 and 1 8 merely 
manipulates data or an abstract idea, or merely solves a mathematical problem without 
a limitation to a practical application. A practical application exists if the result of the 
claimed invention is "useful, concrete and tangible" (with the emphasis on 
"result")(Guidelines, section IV.C. 2. b). A "useful" result is one that satisfies the utility 
requirement of section 101, a "concrete" result is one that is "repeatable" or 
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"predictable", and a "tangible" result is one that is "real", or "real-world", as opposed to 
"abstract" (Guidelines, section IV.C.2.b)). 

In order to for the claimed product to produce a "useful, concrete and tangible" 
result, recitation of one or more of the following elements is suggested: 

• The manipulation of data that represents a physical object or activity 
transformed from outside the computer. 

• A physical transformations outside the computer, for example in the form 
of pre or post computer processing activity. 

• A direct recitation of a practical application; 

Applicant is also advised to provide a written explanation of how and why the claimed 
invention (either as currently recited or as amended) produces a useful, concrete and 
tangible result. 

Claims 2-9, 11-17 and 19-25 are rejected by the virtue of their dependency. 

Claim Rejections - 35 (JSC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

4. Claims 1,10 and 18 as best understood are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Rice et al (US 71 87386). 

With respect to claim 1 as best understood, Rice discloses inputting a first color, 
selecting a color having second coordinates that are similar with respect to the first 
color, displaying the first color area and second color area on the screen, (see figure 15, 
and col. 15, lines 10-13, 29-32, the two color portions are two and bottom as first and 
second area, displayed on a screen). However, he fails to explicitly disclose selecting 
one of the second color and shifting the selected second color area to a region of the 
first color area to produce a color edge, as claimed. But, as seen from the figure 15, the 
user can adjust the color by the up and down arrows on the screen (see left side of the 
screen on the figure 15) and this make the shifting and does move the edge the line 
between the two color areas) as claimed. 

It would have been obvious to one ordinary skilled in the art at the time of invention to 
simply use the arrows as shown in the figure 15 to have the color areas shifted and 
produce the color edge, as shown in the figure 1 5. 
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Claims 10 and 18 as best understood are also rejected for the same reasons as set 
forth in the rejection of claim 1 . 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Pat. 6,563,510 Rice et al. Paint color matching and coordinating system 

US Pat. 6,282,312 McCarthy et al. System using one or more residual images to 
represent an extended color gamut digital image 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vikkram Bali whose telephone number is 571 .272.7415. 
The examiner can normally be reached on 7:00 AM - 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen Lillis can be reached on 571 .272.6928. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. syf. / 
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March 29,2007 



